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I 

REAL PARTY IN INTEPF-QT 



In this Appeal, the real party in interest is Dr. Catherine Lin-Hendel, 



an individual. 
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II 

RELATED APPEALS A!Vr> ™rw RFER E Nrir<s 

Applicant-AppeUant and the undesigned legal representative do not know of any other 
appeal, interference, or judicial proceeding that is related to, directly affects, is directly affected by, 
or has « bearing on the decision of the Board of Patent Appeals and Interferences in this Appeal. 
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STATUS OFrTAnvre 
The status of claims in the instant application is as follows: 

Claims 1-10 and 12-22 are pending. 

Claims 1 10 and 12-21 have been rejected. 

Claim 22 has been withdrawn from consideration. 

Applicant appeals from the rejection of claims 1-10 and 12-21 . 
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IV 

STATUS OF AMENDMENTS 

No amendments have been filed after the rejection of claims in the Final Office Action 
mailed on October 24, 2005. 
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V 

SUMMARY OF CLAIMED SUBJECT MATTER 
A. Independent Claim 

Claim 1 

Claim 1 is directed to an electronic system for purchasing merchandise online using a 
computer having a display device. Eg. f Specification at 1 , lines 1 7-20; id at page 8, line 10 through 
page 9, line 2; id. page 16, line 22 through page 1 7, line 1 ; id page 1 8, lines 21-22; id at page 20, 
lines 4-8. 

The system includes means for (§ 112, sixth paragraph) selecting and purchasing 
merchandise, by a user, online. E.g., Specification at 1, lines 1 7-20; id. page 15, lines 15-23; id page 
16, lines 10-13; id page 20, lines 14-15; id page 22, lines 2-6; id page 23, lines 14-22; Figure 8. 

The system also includes an interactive wizard guide, selectively and optionaDy deployed by 
the user, for making online merchandise recommendations and computer-assisted selections 
tailorized to said user. Eg, Specification at page 8, line 10 through page 9, line 2; id page 15, line 
15-23; id page 16, line 5 through page 17, line 2; id. page 23. lines 14-22. 

The interactive wizard guide includes means for (§112, sixth paragraph) prompting the user 
to specify preferences regarding at least one type of merchandises of interest to the user, the 
prompting means including means for prompting the user to answer a plurality of questions. Eg, 
Specification at 8, line 10 through page 9 ? line 2; id. page 15, lines 15-19; id page 1 6, lines 20-22; 

- 6 - 
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id page 19, line J J through page 20, line 15; id page 21, lines 9-10 and 1 8-22; id page 22, lines 1 5- 
19; id page 23, lines 1 4-22; Figure 9A1 3 steps 1-3 and 5. 

The interactive wizard guide also includes means for (§112, sixth paragraph) receiving the 
preferences and answers to the plurality of questions to create a user profile. Eg. , Specification at 8, 
lines 10-22; id page 15, lines 15-19; id page 19, lines 4-5; id. page 19 line 10 through page 20 7 line 
20; id. page 21, lines 9-10 and 18-22; id page 23, lines 14-22; and Figure 9A1, sieps 1-4. 

The interactive wizard guide further includes means for (§ 1 12, sixth paragraph) searching in 
and retrieving data from at least one database using predetermined intelligence rules together with 
said user profile to determine said recommendations and said selections of said merchandise and 
accessories to said merchandise. Eg. , Specification at page 8, line 1 5 through page 9, line 2; id. page 
15, lines 1 5-23; id page 16, lines 14-18; id. page 1 7, lines 8-20; id. page 22, lines 19-20; id page 23 ? 
lines 14-22. 

The interactive wizard guide further includes means (§ 1 1 2> sixth paragraph), in response to 
said retrieving means, for displaying on said display device, said recommendations and said 
selections of said merchandise and said accessories. Eg, Specification at page 8, line 15 through 
page 9, line 2; id page 18, lines 16-22; id. page 20, lines 4-8; id. page 21, lines 11-17; id. page 22, 
Hues 8-13; id page 23, lines 7-10 and 14-22. 
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The interactive wizard guide further includes means for (§112, sixth paragraph) overriding 
said interactive wizard guide. E.g., Specification at 22, line 20 through page 23, line 2; and id page 
23, lines 14 22. 

B. Dependent Claims 

Claim 2 

Claim 2 is directed to the system of claim 1 . In the system, the prompting means or m eans 
for prompting (§112, sixth paragraph) includes a questionnaire database that prompts the user to 
answer a plurality of questions to specify the user preferences with regard to the at least one type of 
merchandise. The means for prompting is described in the Specification at 8, line 10 through page 9, 
line 2; id page 1 5, lines 15-19; id page 16, lines 20-22; id page 19, line ] 1 through page 20, line 1 5; 
id page 21, lines 9-10 and 18-22; id page 22, lines 15-19; id page 23, lines 14-22; Figure 9A1, 
steps 1-3 and 5. Note that claim 2 further defines the means for prompting. 

According to claim 2, in the system of claim 1 the searching and retrieving means or the 
means for searching in and retrieving data from (§ 112, sixth paragraph) includes a search engine 
using comparison functions, the intelligence rules and user input rules. The means for searching in 
and retrieving data from is described in the Specification, at page 8, line 1 5 through page 9, line 2; 
id page 15, lines 15-23; id page 16, lines 14-18: id page 17, lines 8-20; id page 22, lines 19-20; id 
page 23, lines 14-22. Note that claim 2 further defines the means for searching in and retrieving data 

- R - 



PAGE 9/35 * RCVD AT 8(14/2006 8:29:12 PM [Eastern Daylight Time] * SVR:USPTO£FXRF-6/40 ' DNISOTOO * CSID:3537203631 * DURATION (mm-ss):07-52 



08/14/2086 17:40 8587208631 



ANATOLY S WEISER ESQ 



PAGE 10/35 



LH 005 

from. 
Claim 4 

Claim 4 is directed to the system of claim 1. The system further includes means for (§ 
1 12(6)) providing the user with names of a plurality of vendors for the merchandise recommended to 
the user. E.g., Specification at 18, lines 1-2; id at page 23, lines 14-57; Figure 9A1, step 3 ("Maker 
Menu" on the right side). 

Claim 6 

Claim 6 is directed to the system of claim 1 . The system fhrther includes means for (§112, 
sixth paragraph) preparing and displaying, based on specifications provided by the user, a 
recommended floor plan showing each item of merchandise selected by the user. Kg., Specification 
at 18, lines 7-11; id. at page 23, lines 14-22; and Figure 9B. 

Claim 20 

Claim 20 is directed to the system of claim 1. In the system, the override means or means for 
overriding (§ 1 12 ? sixth paragraph) includes means to allow the user to override a predetermined 

-9- 
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intelligence rule used by the interactive wizard guide to make recommendations to the user. E.g.± 
Specification at 22, line 20 through page 23, line 2; id. page 23, lines 14-22. 
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VI 

GROUNDS OF REJECTION TO BE REVIEWED ON APPEAL 

1. Claims 1, 3-5, 9, 10, 16, and 20 apparently 1 stand rejected under 35 U.S.C 103(a) as being 
unpatentable over Danish et al, U.S, Patent Number 6,327,588 ("Danish" hereinafter) in view of 
Official Notice. 

2. Claims 2, 6-8, 12-15,and 17-19 stand rejected under 35 U,S,C 103(a) as being unpatentable 
over Danish in view of Official Notice and in further view of Weaver, U.S. Patent Number 6,404-426 
("Weaver" hereinafter). 

3. Claim 21 apparently 2 stands rejected under 35 U.S.C* 1 03(a) as being unpatentable over 
Danish in view of Official Notice, Weaver, and Hashimoto, U.S. Patent Number 5,729,699 
("Hashimoto")* 



1 The Final Office Action and the immediately preceding Office Action rejected claims 1,3-5,9, 10, t6,and20 
"under 35 U.S.C. 103(a) as being unpatentable over Danish etal (6,412,0 12) in view of Official Notice." The applicants 
in United States Patent Number 6,41 2,0 L2 were Dicganaki *;/ uL 7 not Danish et ui. The Bicgauski paicm was used as a 
basis for rejections in one of the previous Office Actions, which rejections were overcome. On the other hand, Danish is 
also used as a basis for rejections of dependent claims made in the Final Office Action and in the immediately preceding 
Office Action. It appears therefore that citing "Danish et al (6,4 1 2,01 2)" was a clerical error m the Final Office Action, 
and the intended reference was U.S. Patent "Number 6,327,588. 

2 The Final Office Action and the immediately preceding Office Action rejected claim 2 1 "under 35 U.S.C. 1 03(a) 
as being unpatentable over Danish ct al (6 7 4 1 2,0 1 2) in view of Official Notice in view of Weaver and farther in view of 
Hashimoto (5 ,729,099). *' For the reasons explained in note J supra^ it appears that citing "Danish etal (6,4 12,0 12)" was 
a clerical error in the Final Office Action, and the intended reference was U.S. Patent Number 6,327,588. 

-II- 
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vn 

ARGUMENT 
A. Rejection of Independent Claims 1 

Claims 1 , 3-5, 9, 10. 16, and 20 were rejected as being unpatentable over Danish in view of 
Official Notice. The Final Offire Ar.rirm assorted that Danish discloses all the features ofclaims 1 > 
3-5, 9, 1 0, 1 6, and 20, without mentioning the Official Notice. In the single paragraph rejecting these 
claims, the Final Office Action did not explain what facts were noticed in the Official Notice. If the 
assertion that "Danish discloses all the features" means that Danish discloses a single embodiment 
with all the features recited in the claims, then there should have been no need, for the use of Official 
Notice. 

The rejection was made under section 1 03 . It follows that not all the limitations recited in the 
claims are found in the same embodiment of a single prior art reference. The Final Office Action, 
however, did not explain what elements need to be added to Danish, or what elements disclosed in 
Danish need to be modified, in order to obtain the system recited in claim I > The Final Office Action 
thus foiled to provide any motivation for the attempted modification and/or combination. 

The Patent and Trademark Office has the burden of making zprima facie case of obviousness 
under 35 U.S.C § 103. E.g., In re Mayne, 104 R3d 1339, 1342, 41 U.S.P.Q.2d 1451, 1454 (Fed, 
Cir. 1997); MPEP § 2142. There are three basic requirements for establishing a prima facie case of 
obviousness. MPEP § 2 143. First, the combination of prior art references must teach or suggest all 
the claim limitations. Id, Second* there must be a reasonable expectation of success. Id Third, there 

-12- 
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also "must be some suggestion or mvli vaiion, cither in the references themselves or in the knowledge 
generally available to one of ordinary skill in the art, to modify the references or to combine 
reference teachings." Id Roth the suggestion and the reasonable expectation of success must be 
founded in the prior art not in the Applicant's disclosure. In re Vaeck. 947 F.2d 488, 493 ? 20 
U.S.P.Q.2d 1438, 1442 (Fed. Cir. 1991). "When the motivation to combine the teachings of the 
references i s not immediately apparent, it is the duty of the examiner to explain why the combination 
of the teachings is proper." MPEP § 2142 (citing Exparte Skinner, 2 U.S.P,Q.2d 1 788 (Bd. Pat. App. 
& Inter. 1986)). Here, the Final Office Action failed to explain (1) what elements need to be 
combined and/or modified, (2) what would have motivated a person skilled in the art to make the 
needed modification(s) and/or combination(s), (3) which references disclose the requisite motivation 
to make the needed modification(s) and/or combination(s), and (4) which references disclose the 
reasonable expectation of success m making the needed modification^) and/or combinations). 
Therefore, the Final Office Action failed to establish a prima facie case of obviousness of claim 1 . 

Danish, the main reference here> also fails to teach or suggest all the claim limitations. For 

convenience of discussion, independent claim 1 is set forth below; 

1. (Previously Presented) An electronic system for purchasing 
merchandise online using a computer having a display device, comprising: 

means for selecting and purchasing merchandise, by a user, online; and 

an interactive wizard guide, selectively and optionally deployed by the user, 
for making online merchandise recommendations and computer-assisted selections 
tailorized to said user, said interactive wizard gniHe comprising: 

means for prompting the user to specify preferences regarding at least one 
type of merchandise of interest to said U3cr> aaid prompting means includes means for 
prompting the user to answer a plurality of questions, 

-13- 
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means for receiving the preferences and answers to the plurality of questions 
to create a user profile, 

means for searching in and retrieving data from at least one database using 
pre/tetermincd intelligence rules together with said user profile to determine said 
recommendations and said selections of said merchandise and accessories to said 
merchandise, 

means in response to said retrieving means, for displaying on said display 
device, said recommendations and said selections of said merchandise and said 
accessories, and 

mean 3 for overriding said interactive. wi7ard guide. 

This claim is directed to an el ectronic system that comprises an interactive wizard guide. The 
interactive wizard guide can be selectively and optionally deployed by the user of the system for 
making online purchasing recommendations lailo.i^d (i.e., tailored) to the user. The interactive 
wizard guide can be overridden. 

Danish does not teach or suggest means for overriding the wizard guide. 

Danish also fails to disclose or suggest means for receiving the user's preferences and 
answers to questions tnrr^te affile of the user , or means for searching in and retrieving data from 
a database using predetermined intelligence rules together with the profile to determine the 
recommendations, as is recited in claim 1 . 

We have argued this point in the Amendment filed on 7/22/2005. In response, the Final 
Office Action asserted (at page 9) that the phrase "create user profile" means "any information that is 
saved (even temporarily) from a user session." The Final Office Action then cited Danish at column 
3 9 lines 50-65, as disclosing "assisted user searching." It appears that the "assisted user searching" 



H - 
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was mtended as a discing of means for scan** in and retrain, <t ata from at least one 
database usin* predefined intelli gence rules u^r «*ft said user profile to determine said 
recommendation, and said selections, recited in claim I . Wo fcke i 5S uc with these amnions for a 

number of reasons. 

A „ser prof,!* created from the prices and answers provided by the aser is not the same 
as any information that U saved from a user V session. Such broad definition of user profile is 
contrary to the language of claim I, and h,s no basis in either the specification of the present 
application, or the English language. 

Note that claim 1 recites "means for receiving the preferences and answers to the plurality of 
questions to create a user profile." Thus, the profile is created using the answers provided by th* 
user and the preferences that arc specified by the user (see the "means for prompting" clause of claim 
1). The user profile is not just "any" information stored from a user's session. Danish does not 
teach means for creating a profile of the user from the mdfa^ , Dec jf,ed hv th. ^ 
to the questions provided by the user , or using the user wa e so crcatflri tft ^ m .. no 
recommendations . 

Danish's text cited by the Final Office Action as disclosing the "user assisted searching" 
reads as follows: 

*u A"/ fuither ° bjeCt ° f thc pre5cnt invcilti ™ to provide an automated search 
method that can guarantee identification of at least one item for each search. 

It is a feature of the present invention that a user is assisted in identifying a 
subfamUy of .terns within a family 0 f i terns by: providing a computer readable data 
file of stored ^formation representing at kast one family of items, the data file 
identifyuig at least one alternative for each item, reading the data file, displaying a 
feature screen indicating said alternatives represented in thc family, accepting 

- 15 - 
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selected alternatives, determining the subfamily of item, where each i em ,n the 
^fZly satisfies the selected alternatives, deterrmrung available 
rented in the subfamily and unavailable alternative, unrepresented in the 
SSyf and r^ing the feature screen indicating the avanable alternates as 
distinct from the unavailable altcmativc3. 
Danish, col. 3, lines49-65. The "kW'and "alteratives" in Danish are not identifiedbased on Ae 
si2j£dj3agx ^. Furthermore., Danish defines a family "as a collection of offerings with specific 
.u^ers and/or attributes." see column 5, lines 48-49. The user of the Danish's system delineates 
the family of items of interest through a menu, which may include Alphabetical Search, Picture 
Search, View Catalog, or Get Part Number Information methods. Danish, col. 5, line 54-6 1 . These 
methods are further described in Danish, col. 5, line 67 et se g . Allowing a user to make selections 
based on product qualifiers and attributes (alphabetical, picture, catalog, P/N description) is not the 
same as using the * determine recommendations. For example, Danish's search is an 

iterative process during which the user makes selections. Kg... Danish, col. 8, line 66 
through col. 9, line 16; see also id. at col. 16, lines 17-23 and 38-39. In contrast, the means for 
searching of claim 1 uses "said user profile to deiermk,e said recommendations" - inherently 
requinng the profile to have been coated Effiyip^ 

profile need not be created at all, because the selection process is interactive and iterative. 

At least for these reasons, Applicant respectfully submits that the Final Office Action has not 
made a prima facie case of obviousness of claim 1 , and that claim 1 is patentable over the art of 
record. 



- 16- 
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B. Rejection of Dependent Claim 2 



as 



The Final Office Action rejected claims 2, 6-8, 12- J 5, and 17-19under35U.S.(J. § 103(a) 
being unpatentable over Danish in view of Official Notice and further in view of Weaver. According 
to the Final Office Action, "[i)t would have been obvious to aperson havin 8 ordinary skill in the art 
to include in Danish the virtual modeling capabilities as taught by Weaver, because this type of 
preview allows the user to become more comfortable with the purchased articles when the 
transaction is done online (col 1, lines 15-20)." 

In the preferred embodiment described by Danish, the product family searched is FASTON 
Receptacles-Uninsulated. Danish, col. 5, lines 42-45. More generally, Danish'., "family of hems 1 
could be any commercial product or service offering with a common set of features 5 and 
alternatives 6, associated therewith." Danish, col. 5, lines 38-40 (underlining added for emphasis). 
Applicant respectfully submits that the motivation to supplement Danish with virtual clothes 
modeling of Weaver does not apply in the context of electrical connector, which are not modeled in 
the same sense as clothing. Moreover, the motivation to combine offered by the Office Action 
apparently would not apply to commercial products, as opposed to clothing intended for personal 
use. Danish and Weaver should not have been combined. 

The Final Office Action also asserted, at page 5, that "Danish teaches using artificial 
intelligence rules to match the merchandise with the accessories and producing a list of results (FIG 
21-24)." Danish's Figures 21-24 illustrate program flows for feature screen creation operations, 
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Search operation initiated from the feature screen, and feature screen revision operation. Danish 
describes the timctions of the feature screen 9 in these words: 

The feature screen 9, therefore, provides a guided search in that it presents 
terminology for the features 5 and the alternatives 6 to the user prior to a search. 

While in the feature screen 9, the user may select and deselect turning radiobuttons 
23 and listbox entries 16 *W and "off as desired. In response to a user initiated 
signal to perform a search, the system retrieves information concerning which user 
selectors 16, 23 are turned 'on' and to which alternatives 6 the user selectors 16, 23 
that are turned "on" reJate. The alternatives 6 turned "on" arc the selected 
alternatives 37 and constitute the selection criteria 1 4 used in the search to generate a 
subfamily 2. 

Danish, col. 7, lines 36-55 (emphasis added). See also Figures 7-9, which show different views of 
the feature screen. This <ippe.ars to be a disclosure of search/retrieval based only on user-selected 
criteria, rather than intelligence rules. Consequently, Figures 21-24 (which illustrate feature screen 
operations) also show such search/retrieval 

Danish's Abstract is to the same effect. The feature screen has a series of groupings. Danish, 
the Abstract. "Each grouping represents a feature having a set of alternatives from which to select. 
Selected alternatives are used as a selection criteria in a search operation." Id, (emphasis added). 
Thus, the feature screen is an interface allowing the user to select the desired feature choices for the 
connectors. The system then performs a search operation, arid "[r]esults of the search operation is a 
revised feature screen indicating alternatives that remain available to the user for further selection 
and searching." Id 
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■mmssn^ rt a^t.^ ^ fe tnstead , itsearchra 

based on explicit selections (search criteria) of the user Bn <\ it a. , . 

; OI ine Usc ^ ^ « matches the selections to the available 

connectors. 

Note ftlrther that cJaim 2 recitog „ a layyut ^ schematics ^ prepa . ng ^ 

diaplayingafloorpla.depictingmerch^ise^^^^ 

architectural featoesofthe floor plan are provided by the n.^.» TT.cFina, Office Action verted (at 
page 5) that "Weaver teaches a layout and .schematics program for preparing and displaying . fW 
Plan depictingmerchandise selected by theu^er (FIG7, analogous to rnaonequin trying on clothes)." 

"Analogous" need not mean "obvious." An airplays wing may be analogous to a 
helicopter's rotor; a vacuum tube may be analogous to a transistor; and a lighting bug may be 
analogous to the lightning. But the first member of each pair does not by itself make obvious the 
second member. Even components that are functionally or mechanically equivalent are not 
necessarily obvious in view of one another. MPEP § 2144.06 (citing In re Scott, 323 F.2d 1016, 139 
U.S.P.Q. 297 (CCPA 1963)); see a/jo InreMayne, 104F.3d 1339, 1342,41 U.S.P.Q.2d 1451., 1454 
(Fed. Cir. 1997). 

A mere invocation of "analogous" does not serve as a substitute for a teaching or suggestion 
to modify or combine the references. Without this teaching, a prima facie case of obviousness 
cannot be made. 
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At least for these reasons. Applicant respectfully submits that the Final Office Action has not 
made aproma facie case of obviousness of claim 2, end that thi* claim is separately patentable over 
the references of record. 



C. Rejection of Dependent Claim 4 

Claim 4 depends from claim 1 and further recites "means for providing the user with names 
of a plurality of vendors for the merchandise recommended to the user." Tn contrast to the plurality 
of vendors recited in claim 4, Danish's system searches through products of a single vendor, AMP 
Incorporated. See, for example, Figures 1, 31-33, and 35. Sec also Figures 5, 7-10, and 26-30, 
which show products and the trade name FASTON®, a trademark of AMP Incorporated. Danish, col. 
5, lines 42-45. 

The Final Office Action argued that mere duplication of the essential workin S parts of a 
device involves only routine skill in the art, citing Si. Regis Paper Co. v. Bemis Co., Inc., 549 F.2d 
S33, 193 U.S.P.Q. 8 (7th Cir. 1977). The St. Regis opinion, however, is heavily facl-dependent. 
Danish's searching through the database of a single known vendor is different from searching a 
network to find vendors who supply the merchandize that fits the user's need. In Danish's case, it 
appears that the user would need to know the location of each vendor's website/database before 
searching, even if the system were adapted to search through multiple databases of multiple vendors. 

These facts were not present in St. Regis. The Final Office Action neither compares the facts 
iaSt. Regis to the facts in this case, nor explains why, based on this comparison, the legal conclusion 
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here should be the same as in St. Regis. Instead, it appears thai ilic Final Office Action relics on.*. 
Regis as establishing iper se rule that duplication of parts or steps would have been obvious. But 
"reliance on par se rules of obviousness is legally incorrect and must cease." In re Ochiau 71 F.3d 
1565, 1572, 37 U-S.P.Q.2d 1127, J 133 (Fed. Cir. 1995). 

Reliance on aper se rule of obviousness was improper. At least for this reason, Applicant 
respectfully submits that the Final Office Action has not made aprima facia case of obviousness of 
claim 4, and that this claim is separately patentable over the references of record. 

D. Rejection of Dependent Claim 6 

Claim 6 depends from claim 1 . According to the additional limitations of claim 6, the system 
further comprises means for preparing and displaying, based on specifications provided by the user, » 
recommended floor plan showing each item of merchandise selected by the user. Applicant 
respectfully submits that claim 6 is separately patentable over the references of record at least for the 
same reason as discussed above in relation to the "layout and schematics program" limitation of 
claim 2. 

E. Rejection of Dependent Claim 9 

Claim 9 depends from claim 1. According to the additional limitations of claim 9, "the 
retrieved data is stored in a local database which is smaller then the at least one database, thereby 
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enabling the nsw to interact with the C y 3 tcm without having to traffic data through a network and 

thus at a faster speed than would be possible ifthe user had to traffic data through the network." 

Danish does not discJose or suggest storing the retrieved data in a smaller database, or storing 

the retrieved information in a local database, thereby enabling t he user to interact with th* gy ^m 

without having to traffic data through a network . Consider, for example, Danish's Figure 25. which 

"is a representation of a server and client configuration and the flow of data therebetween." Danish, 

col. 5, lines 6-7. Figure 25 shows FEATURE SCREEN STATUS 127 being transmitted from the 

SERVER 125 to the CLIENT 126, but does not show a smaller database being transmitted to the 

CLIENT 126. Moreover, Danish expressly states that "[a]ll of the program files and data files 

described in the local embodiment reside on the server 125." Danish, col. 18, lines 38-39. Danish 

also includes the following paragraph in the description of the operation of the Internet-based 

embodiment, wliich shows how the data are tratrir.kt»d through the network: 

The client 1 26 initiates a request to the server 1 25 for the electronic catalog searching 
application via the Internet. The server 125 detects the request. Receipt of the 
request executes the requested application on the server 1 25 that permits a user oil the 
client 126 to select a family 1 or subfamily 2. Example of Main Menu, Alphabetical 
search, Picture Search, and View Part Number screens are shown in FIGS. 31 
through 35. When the family 1 or sub family 2 is chosen, the server 125 sends a 
feature screen status 1 27 to the client 1 26. The feat ure scr een status 1 27 r-nmp ri^.: * 
feature screen code. ScreenNum 102 in a preferred embodiment all features S 
appropriate to the feature scr een 9 specified in ScreenNum 102. all available 
alternatives 7. all unavailable alternatives 8. and the selection criteria 14. As The 
selection criteria 14 is always sent, it may comprise zero selected alternatives 37. It 
is apparent, therefore, thai the server 125 sends all of the information necessary to 
define the current subfamily 2 to the client 126. The information, therefore, need not 
be retained in memory on the acrvcr 125. This particular feature renders it 
particularly appropriate for an Internet environment. The client 126 receives the 
feature screen status 1 27 and displays the feature screen. 9 accordingly. An example 
of the feature screen 9 on the Internet is shown in FIG. 26 through 29. T he user on 
the client, makes selec tions from among the av ailable alternatives 7 ppnGratin p r a 
selection criteria 14 different from that which was set to it. The client 126 initiates a 
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search with Lit e jmxliiied selection criteria 14. The client 126 sends to the server 125. 
the ScreenNum 1 02 value sent to it bv the server, and the modified selection criteria 
H. The server 125 receives the ScrcenNum 102 and the selection criteria 14. The 
server 125 exe cutes the search operation as disclosed hereinabove using the revised 
selection criteria 14 and generates the feature screen status 127, The server 125 
sends the feature screen status 127 that has been updated based on the modified 
selection criteria 14 to the client 126. The client 126 receives the feature screen 
status 127 and displays the updated feature screen 9. This process may iterate similar 
to the local version to further narrow the subfamily as desire d. 

Danish, col. 19, lines 1-39 (underlining added for emphasis)- Thus a in Danish, the data are trafficked 
through the network for each search iteration. 



The Final Offirp Action disregarded the following limitation recited in claim 9: 'thereby 
enabling the user to interact with the system without having to traffic data through a ne.twork and 
thus at a faster speed." But to make a prima facie case of obviousness, the prior art references <4 must 
teach or suggest all the claim limitations." MPEP § 2143. 

At le*st for these reasons, Applicant respectful ly 3ubmita that the Final Office Action has not 
made a prima facie case of obviousness, and claim 9 is separately patentable over the references of 
record. 



F, Rejection of Dependent Claim 19 

With respect to claim 1 9, the Final Office Action asserted that "[ijt was old and well known 
in the art , . , to be able to retrieve additional items that may not be on a provided list (i.e. adding to a 
shopping cait). M The issue, however, is not whether it was known to add items to a shopping cart. 
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but whether it was obvious to add matching items to an array of recommendattop s. The prior art of 
record docs not disclose or suggest this limitation. 

We have made this argument hefnrft In response, the Final Office Action stated (at page 1 1) 
that the shopping cart is used "to indicate that a list can be updated by selecting additional products 
to be added." Our point, however, is that claim 19 recites that the user can specify additional 
matching items to be added to an array of recommendations presented to the user. In Danish, the 
user goes through an interactive/iterative selection and search process. The user makes selections of 
search criteria (qualifiers and attributes), and obtains search results. Apparently, the user does not 
directly add items to such search results., but rather through changing (broadening) search criteriaand 
obtaining new search results. See, e.g., Danish, col. 22, lines 12-20 (Danish's claim 8). 

Applicant respectfully submits that the Final Office Action failed to make zprimo facie case 
of obviousness of claim 19, and that claim 19 is separately patentable over the references. 

G. Rejection of Dependent Claims 20 and 21 

The Final Office Action does not address the additional limitations recited in claim 20. 

With respect to claim 1 1 , the Final Office Action acknowledged that Daubh and Weaver do 
not specifically teach the predetermined intelligence rules that pertain to determining whether two 
colors match. The Final Office Action then sought to supplement Danish, Official Notice, and 
Weaver with disclosure made in Hashimoto. To justify such combination, the Office Action asserted 
that tt would have been obvious to combine Danish and Weaver with Hashimoto "because this 
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would provide an additional feature that users, perhaps color blind or lacking in taste, could use to 
assure that the clothing being bought matches." Note, however, that claim 21 depends from claim 
20, in accordance with which "the override means includes means to allow the user to override a 
predetermined intelligence rule." Even if the rationale offered m the Final Office Action in support 
of combining the references suggested employing a color coordination rule, it docs not explain why 
the system would allow the user tn overri de this rule , as recited in claim 20, from which claim 21 
depends. Indeed, it appears that the rationale offered by the Final Office Action in support of the 
rejection of claim 21 is inconsistent with overriding the rule, which limitation must be read into the 
dependent claim 21. 

At least for this reason, Applicant respectfully submits that the Final Office Action failed to 
make a prima facie case of obviousness of claims 20 and 21 , and this claim is separately patentable 
over the references. 
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V7II 
CONCTTTSrn iv 

For the foregoing reasons. Appoint respectfully submits that al, peeing clai.s a. 
Patentable overthe references of record and -speedily guests reve rea , of the rejection , 



Respectfully submitted, 



Dated: August 14. 20nfi 




Anatoly S. Weiser, Esq., Reg. No. 43,229 
Intellectual Property Legal Counsel 
12526 High Bluff Drive, Ste 300 
San Diego, CA 92130 
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CLAIMS APPENDIX 

The following is a listing of the claims tn the application. AU claims have been rejected and 
are involved in this Appeal. 

1 . An electronic system for purchasing merchandise online using a computer having a 
display device, comprising: 

means for selecting and purchasing merchandise, by a user, online; and 

an interactive wizard guide, selectively and optionally deployed by the user, for making 
online merchandise recommendations and computer-assisted selections tailorized to said user, said 
interactive wizard guide comprising: 

means for prompting the user to specify preferences regarding at least one type of 
merchandise of interest lu said user, said prompting means includes means for prompting the user to 
answer a plurality of questions* 

means for receiving the preferences and answers to the plurality of questions to create a user 

profile, 

means for searching in and retrieving data from at least one database using predetermined 
intelligence rules together with said user profile to detennine said recommendations and said 
selections of said merchandise and accessories to said merchandise, 

means, in response to said retrieving means, for displaying on said display device, said 
recommendations and said selections of said merchandise and said accessories, and 
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means for overriding said interactive wizard guide. 

2. The 3ystcm according to Claim 1 7 wherein: 
said prompting means comprises: 

a questionnaire database that prompts the user to answer a plurality of questions to specify the 
user preferences with regard to the at least one type of merchandise; 
said searching and retrieving means comprises: 

a search engine using comparison functions, said intelligence rules and user input rules; 
said wizard guide further comprising: 

a merchandise database having textual and graphical data regarding the at least one type of 
merchandise, the merchandise database using said intelligence rules to match the merchandise with 
the accessories and having links to databases for other types of merchandise; 

a layout and schematics program for preparing and displaying a floor plan depicting 
merchandise selected by the user, wherein the dimensions and other architectural features of the floor 
plan arc provided by the user; 

a models database having images of models; 

an animation and motphing program for providing image and motion creation andmorphing 
to models selected from the model database by the user, wherein the selected models wear 
merchandise selected by the user, the user able to alter the models and the models' features; 
a temporary working database in which the user works while using the system; and 
a personal folder database for storing the data from the temporary working database and said 
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user profile. 

3. The system according to Claim 1„ wherein the user specifies the user preferences by 
either checking at least one box in front of a possible choice or clicking on a text string representing 
that choice. 

4, The system according to Claim 1 , further comprising: 

means for providing the user with names of a plurality of vendors for the merchandise 
recommended to the user. 

5* The system according to Claim 4, further comprising: 
means for enabling the user to select a vendor from the plurality of vendors; 
means* responsive to the selected vendor, for prompting the user to specify additional 
i nformation regarding products of the selected vendor. 

6. The system according to Claim 1, further comprising: 

means for preparing and displaying, based on specifications provided by the user, a 
recommended floor plan showing each item of merchandise selected by the user. 

7. The system according to Claim 6, further comprising: 

means for prompting the user to examine and specify specifications and configurations for 
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each merchandise item. 

8. The system according to Claim 7, wherein the user uses an input device to click on an 
individual item of merchandise shown on the display device to determine which goods to configure. 

9. The system according to Claim l r wherein the retrieved data is stored in a local 
database which is smaJIer then the at least one database, thereby enabling the user to interact with the 
system without having to traffic data through a network and thus at a faster speed than would be 
possible if the user had to traffic data through the network, 

10. The system according to Claim 1, wherein the prompting means includes menus and 
data entry tables to solicit said preferences from the user. 

12, The system according to Claim 1, wherein the interactive wizard guide includes: 
means for selecting a model from a model database and morphing the model using specifications 
provided by the user. 

13. The system according to Claim 12, wherein the interactive wizard guide uses an 
animation graphics composition morphing program to cause the model to be animated and to engage 
in a full range of movement displayed on the display device. 
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1 4. Tbe system according to Claim 1 , wherein the interactive wizard guide includes both 
inclusion and exclusion mechanisms to assist the user in making preference selections. 

15. The system according to Claim 1 . wherein the interactive wizard guide includes an 
automated select alj feature wherein alJ possible preferences are automatically induded unless 
excluded by the user. 

1 6. The system according to Claim 1 , wherein at any stage of interaction with the system, 
an array of recommendations can be presented on the display device, the array able to be narrowed 
enhanced interactively as the interactive wizard guide gains input from the 



or 
user. 



17. The system according to Claim i, wherein if the merchandize is clothing, the 
displayi ng means of the interactive wizard guide can display a plurality of ensembles of clothing for 
viewing by the user, each en3cmblc able to be altered with ensemble items moved from one 
ensemble to another, colors and patterns changed, and reassembled interactively, the ensembles able 
to be displayed using models and animation specified by the user. 

1 8. The system according to Claim 17, wherein the user can purchase an entire ensemble, 
or any part of the ensembl e. 

] 9. The system according to Claim 1 6, wherein the user can specify additional desired 
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matching items to be retrieved and displayed for viewing tbat may nut be included in the array. 

20. The system according to Claim 1 ? wherein the override means includes means to 
allow the user to override a predetermined intelligence rule used by the interactive wizard guide to 
make recommendations to the user. 

21. The system according to Claim 20, wherein the predetermined intelligence rule 
pertains to determining whether two colors match. 



^32- 



PAGE 33/35 1 RCVD AT 8/14/2006 8:29:12 PM [Eastern Daylight Time] ■ SVR:USPT0tf XRF-6/40 ■ DNISOTQO * CSID:8587208631 1 DURATION (mrr>ss):07-52 



88/14/2006 17:40 8587208631 



ANATOLY S WEISER ESQ 



PAGE 



LH 005 

EVIDENCE APPENDIX 

No evidence has been submitted pursuant to 37 C.F.R. §§ 1.130, 1.131, or 1.132. No 
evidence has been entered in the record by the Examiner and relied upon by Appellant in this 
Appeal 
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RELATED FRUCEEDIfNGS APFEJND1X 

Applicant-Appellant and the undersigned legal representative do not know of any other 
appeal, interference, or judicial proceeding that is related to, directly affects, is directly nfferited by, 
or has a bearing on the decision of the Board of Patent Appeals and Interferences in this Appeal. 
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